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Remarks 



Claims 1-7, 12-14, 16, 17, 19, 21, 24, 25, 28, 30, 32, 35, 38, 
39, 49, 51, 59 and 75 were pending in the subject application. 
By this amendment, applicants have canceled -all the claims and 
added new claims 76-133. New claims 76-82 correspond to canceled 
claims 1-7; new claims 87-89 correspond to canceled claims 12-14; 
new claims 91, 92, 94, 96, 99 and 100 correspond to canceled 
claims 16, 17, 19, 21, 38 and 39, respectively; new claim 110 
corresponds to canceled claim 49; new claim 111 corresponds to 
canceled claim 51; new claim 116 corresponds to canceled claim 
59; and new claim 133 corresponds to canceled claim 75. 
Accordingly, claims 76-133 are currently pending. 

The R groups in the structures and definitions appearing on pages 
10-11, 55-63, 67, 69 and 80 have been amended in order to make 
the numbering scheme consistent throughout the specification. The 
elected claims have been rewritten for the same reason. Support 
for the changes can be found inter alia in the specification, as 
originally filed, on pages 16, 20 and 93 where the structures 
appear with the correct numbering of the R groups. Other than the 
renumbering, no changes have been made to the definitions of the 
R groups. Hence, no new matter is being introduced. 

Page 15 of the specification has been amended to correct the 
misspelling of glaucoma. Page 15 has also been amended to replace 
the phrase "comprising the compound of claims 1, 6, or 18" with 
the phrase "comprising a compound of structure IV, V or VI." 
Support for the changes can be found in claims 1, 6 and 18 as 
originally filed and inter alia on pages 60, 62 and 67 of the 
specification . 

The paragraphs added to the subject specification on page 43 are 
taken from pages 355-358 of R.B. Silverman, 1992, "The Organic 
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Chemistry of Drug Design and Drug Action," Academic Press, 
Chapter 8, which is incorporated by reference on page 43, line 
9 of the specification. A copy of the aforementioned pages is 
attached hereto as Exhibit C. No new matter is introduced. 

"Support for new claim 7 6 may be found inter alia in the 
specification, on page 69, lines 1-24. 

Support for new claim 77 may be found inter alia in the 
specification, on page 69, lines 26-35. 

Support for new claim 78 may be found inter alia in the 
specification, as originally filed, on page 70, lines 1-15. 

Support for new claim 79 may be found inter alia in the 
specification, as originally filed, on -page 70, lines 19-35. 

Support for new claim 80 may be found inter alia in the 
specification, as originally filed, on page 71, lines 1-15. 

Support for new claim 81 may be found inter alia in the 
specification, as originally filed, on page 72, lines 1-15. 

Support for new claim 82 may be found inter alia in the 
specification, as originally filed, on page 72, lines 22-35. 

Support for new claim 83 may be found inter alia in the 
specification, as originally filed, on page 73, lines 1-10. 

Support for new claim 84 may be found inter alia in the 
specification, as originally filed, on page 73, lines 12-23. 



Support for new 



claim 85 may be 



found inter alia in the 
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specification, as originally filed, on page 73, lines 25-37. 

Support for new claim 86 may be found inter alia in the 
specification, as originally filed, on page 74, lines 1-15. 

Support for new claim 87 may be found inter alia in the 
specification, as originally filed, on page 74, lines 15-32. 

Support for new claim 88 may be found inter alia in the 
specification, as originally filed, on page. 75, lines 1-15. 

Support for new claim 89 may be found inter alia in the 
specification, as originally filed, on page 75, lines 19-32. 

Support for new claim 90 may be found inter alia in the 
specification, as originally filed, on page 76, lines 1-13. 

Support for new claim 91 may be found inter alia in the 
specification, as originally filed, on page 76, lines 19-32. 

Support for new claim 92 may . be found inter alia in the 
specification, as originally filed, on page 77, lines 1-15. 

Support for new claim 93 may be found inter alia in the 
specification, as originally filed, on page 77, lines 20-33. 

Support for new claim 94 may be found inter alia in the 
specification, as originally filed, on page 78, lines 1-15. 

Support for new claim 95 may be found inter alia in the 
specification, as originally filed, on page 78, lines 18-30. 



Support for new claim 96 may be found inter alia in the 
specification, as originally filed, on page 79, lines 1-12. 
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Support for new claim 97 may be found inter alia in the 
specification, as originally filed, on page 79, lines 15-25. 

Support for new claim 98 may be found inter alia in the 
specification, as originally filed, on page 79, lines 27-38. 

Support for new claim 99 may be found inter alia in the 
specification, as originally filed, on page 61, lines 26-35. 

Support for new claim 100 may be found inter alia in the 
specification, as originally filed, on page 87, lines 18-21, and 
page 88, lines 2-5. 

Support for new claim 101 may be found inter alia in the 
specification, as originally filed, on page 87, line 23. 

Support for new claim 102 may be found inter alia in the 
specification, as originally filed, on page 87, line 25. 

Support for new claim 103 may be found inter alia in the 
specification on page 43, lines 7-30 and in the inserted 
paragraphs from R.B. Silverman. 

Support for new claim 104 may be found inter alia in the 
specification, as originally filed, on page 88, lines 21-24. 

Support for new claim 105 may be found inter alia in the 
specification, as originally filed, on page 88, lines 26-27. 

Support for new claim 106 may be found inter alia in the 
specification, as originally filed, on page 88, lines 29-31. 



Support for new claim 107 may be found inter alia in the 
specification, as originally filed, on page 89, lines 4-5. 
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Support for new claim 108 may be found inter alia in the 
specification, as originally filed, on page 89, lines 7-9. 

Support for new claim 109 may be found inter alia in the 
specification, as originally filed, on page 89, lines 11-12. 

Support for new claim 110 may be found inter alia in the 
specification, as originally filed, on page 88, lines 33-36 and 
on page 18, line 32 to page 19, line 36. 

Support for new claim 111 may be found inter alia in the 
specification, as originally filed, on page 89, lines 14-17, page 
87, lines 27-28, and page 88, lines 11-12. 

Support for new claim 112 may be found inter alia in the 
specification, as originally filed, on page 89, line 19. 

Support for new claim 113 may be found inter alia in the 
specification, as originally filed, on . page 89, line 21. 

Support for new claim 114 may be found inter alia in the 
specification, as originally filed, on page 89, lines 26-29 and 
on page 39, lines 27-29. 

Support for new claim 115 may be found inter alia in the 
specification, as originally filed, on page 89, line 35. 

Support for new claim 116 may be found inter alia in the 
specification, as originally filed, on page 50, lines 6-23, on 
page 12, line 27, on page 14, lines 24-27, and on page 90, lines 
3-6. 



Support for new claim 117 may be found inter alia in the 
specification, as originally filed, on page 87, lines 18-21, and 
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line 27 to page 88, line 13. 



Support for new claim 118 
specification, as originally 

Support for new claim 119 
specification, as originally 
and on page 50, lines 9-16. 

Support for new claim 120 
specification, as originally 

Support for new claim 121 
specification, as originally 

Support for new claim 122 
specification, as originally 

Support for new claim 123 
specification, as originally 

Support for new claim 124 
specification, as originally 

Support for new claim 125 
specification, as originally 

Support for new claim 126 
specification, as originally 

Support for new claim 127 
specification, as originally 

Support for new claim 128 



may be found inter alia in the 
filed, on page 90, line 17. 

may be found inter alia in the 
filed, on page 87, lines 18-21, 29 

may be found inter alia in the 
filed, on page 90, line 17. 

may be found inter alia in the 
filed, on page 89, line 31. 

may be found inter alia in the 
filed, on page 50, line 11. 

may be found inter alia in the 
filed, on page 15, lines 26-29. 

may be found inter alia in the 
filed, on page 90, lines' 22-25. 

may be found inter alia in the 
filed, on page 90, lines 26-29. 

may be found inter alia in the 
filed, on page 90, lines 31-32. 

may be found inter alia in the 
filed, on page 90, lines 34-36. 

may be found inter alia in the 



originally filed, on page 90, line 38 to page 
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specification, as 
91, line 1. 



Support for new claim 129 may be found 
specification, as originally filed, on page 

Support for new claim 130 may be found 
specification, as originally filed, on page 

Support for new claim 131 may be found 
specification, as originally filed, on page 

Support for new claim 132 may be found 
specification, as originally filed, on page 



Support for new claim 
originally filed. 



133 may be found inter 



inter alia in the 
91, lines 3-5. 

inter alia in the 
91, lines 7-8. 

inter alia in the 
91, lines 10-12. 

inter alia in the 
91, lines 14-19. 

alia in claim 75 as 



Restriction Requirement: 

In the Restriction Requirement issued on September 27, 2002, the 
Examiner required restriction to one of the following allegedly 
distinct inventions as follows: 

I. Claims 1-7, 12-14, 16-17, 19, 21, 38 and 75, drawn to 7- 
deaza-2-benzyl substituted purine compounds and method' for 
making the same; 

II. Claims 24, 25, 28, 30, 32 and 35, drawn to 7-deaza-2- 
benzyl-6-heterocyclic substituted purine compounds ; 

III. Claims 39 and 49 drawn to a method for treating a disease 
associated with an A3 adenosine receptor in a subject 
(patient or cell); 

IV. Claim 51 drawn to a method for treating gastrointestinal 
disorder by administering a compound of Invention I or II; 
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V. Claim 59, drawn to a method for treating eye damage by 
administering a compound of Invention I or II. 

The Examiner alleged that inventions I and II are unrelated as 
they identify two distinct compositions of matter as Invention 
II contains an additional heterogroup. The Examiner also alleged 
that the process in Invention I will not produce the compounds 
of Invention II. The Examiner further alleged that Inventions I 
and III, IV and V, and Inventions II and III, IV and V are 
related as product and process of use. The Examiner alleged that 
the Inventions are distinct because the products of Inventions 
I and II may be used in materially different methods than those 
of inventions III, IV and V. The Examiner further alleged that 
Inventions III, IV and V are unrelated because they possess 
different functions. The Examiner alleged that while the function 
of Invention of Invention III is to treat diseases associated 
with A3 adenosine receptor cells, the functions of Inventions IV 
and V, as claimed, are not limited to treatment of diseases 
associated with A3 adenosine receptor cells. Specifically, the 
Examiner alleged that the functions of Inventions IV and V are 
treating of gastrointestinal disorder and damage to the eye, 
respectively, neither of which need be A3 adenosine receptor 
related. In addition, the Examiner alleged that the Inventions 
produce different effects. The Examiner stated that Applicant is 
entitled to one composition of matter and one method for using 
the same. The Examiner stated that a method will be examined 
insofar as it relates to the elected composition of matter. 



In response, applicants hereby 
I, new claims 76-99 and 133, 
examination . 



elect, with traverse, Invention 
for the purpose of preliminary 



Applicants, however, respectfully request that the Examiner 
reconsider and withdraw the restriction requirement with respect 
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to Inventions I, III, IV and V. 

With regard to the relation between Invention I and Inventions 
III, IV and V, applicants draw the Examiner's attention to 
M.P.E.P. Section 806.05(h) which states, in part, 

A product and a process of using the product can be shown 
to be distinct inventions if either or both of the 
following can be shown: (A) the process of using as claimed 
can be practiced with another materially different product; 
or (B) the product as claimed can be used in a materially 
different process. 

The burden is on the examiner to provide an example, but the 
example need not be documented . (Emphasis added) 
The Examiner alleged that the products of Inventions I and II may 
be used in materially different methods than those of Inventions 
III, IV and V. However, the Examiner failed to provide an example 
of any such use. The mere statement by the Examiner that the 
compounds may be used in materially different methods is 
insufficient basis on which to ground a restriction. Thus, 
applicants contend that the restriction between Inventions I and 
II and Inventions III, IV and V is improper. 

Furthermore, applicants note that M.P.E.P. §806. 05(h) does not 
address how to treat such claims once the product claim is 
allowed. M.P.E.P. § 806.05 (i) addresses how to treat such claims 
once the product claim is allowed: 

Where the product claims are allowable (i.e., novel 
and nonobvious) , restriction may be required only 
where the process of making and the product made are 
distinct (MPEP. § 806.05(f)); otherwise, the process of 
using must be joined with the process of making and 
product made , even if a showing of distinctness can be 
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made between the product and process of using (MPEP § 
806.05(h)). (Emphasis added) 

Indeed, such treatment of the claims is rational in view of the 
minimal burden on the Examiner to examine process of use claims 
which incorporate all of the " limitations of an allowed product 
claim. Consequently, applicants maintain that even if the 
restriction of Invention I from Inventions III, IV and V is 
maintained for the purpose of preliminary examination, Inventions 
III, IV and V should be rejoined and examined once the product 
claims are found allowable. 

Furthermore, claim 76 is a linking claim that links the 
inventions of Groups I, III, IV and V according to M.P.E.P. § 
809.03. Pursuant to M.P.E.P. § 809.04 "[l]f a linking claim is 
allowed, the examiner must thereafter examine species if the 
linking claim is generic thereto, or he or she must examine the 
claims to the nonelected inventions that are linked to the 
elected invention by such allowed linking claim." (Emphasis 
added) . Therefore, applicants hereby respectfully request that 
the Examiner examine nonelected Inventions III, IV and V once the 
linking claim of Invention I is found allowable. 

With regard to Inventions III, IV and V, applicants have 
rewritten claims 51 and 59 as new claims 111 and 116, 
respectively. The new claims recite the limitation M . . .disorder 
associated with an A3 adenosine receptor ..." Consequently, the 
claims of Inventions III, IV and V now all serve the same 
function, namely, the treatment of diseases associated with the 
A3 adenosine receptor.- Furthermore, applicants contend the mode 
of operation of the compounds in the claimed uses is the same. 
The compounds all bind to the A3 adenosine receptor. This binding 
subsequently leads to numerous secondary effects. However, 
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applicants contend that they are only claiming one utility, the 
inhibition of the A3 adenosine receptor. 

In addition, applicants draw the Examiner's attention to-M.P.E.P. 
Section 803, which states in part, 

If the search and examination of an entire application can 
be made without serious burden, the examiner must examine 
it on the merits, even though it includes claims to 
independent or distinct inventions . (Emphasis added) 
Applicants contend that there is no serious burden on the 
Examiner to examine the claims of Invention I along with the 
claims of Inventions III-V because a search for the claimed 
compounds would necessarily find uses of any such compounds. 



In view of the preceding discussion, applicants respectfully 
request that the Examiner reconsider and withdraw the restriction 
requirement in its entirety. 

If a telephone interview would be of assistance in advancing 
prosecution of the subject application, applicants' undersigned 
attorney invites the Examiner to telephone him at the number 
provided below. 
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No fee other than the enclosed $576.00 fee for additional claims 
is deemed necessary in connection with the filing of this 
Amendment and Response to Restriction Requirement. However, if 
any other fee is required, authorization is hereby given to 
charge the amount of any such fee to Deposit Account No. 03-3125. 



Respectfully submitted, 



I hereby certify that this 
correspondence is being deposited this 
date with the U.S. Postal Service with 
sufficient postage as first class mail 
in an envelope addressed to: 
Assistant Commissioner for Patents 
Washington, DC 20231 
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